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Applicant Initiated Interview Request Form 



Application No,: *'OO-0145 



William J. Allen 



First Named AppiiVax^i. Charles Eric Hunter 

3625 Status of Application: P^"^'"^ 



Tentative Participants: 
(1) William J.Allen 

(3) 



Proposed Date of Interview: October 20,2010 

Type of Interview Requested; 
(1) [/] Telephonic (2) | | Personal 



(2) Jon M. Isaacson (60.436) 
(4) 



Proposed Time: 11am(ET)/Sam(PT) am/PM 
(3) Video Conference 



Exhibit To Be Sliown or Demonstrated: O YES 


□ NO 






H- yfi^ provirtn hrief description: 








Issues To Be Discussed 


Issues 


Claims/ Prior 


Discussed 


Agreed 


Not Agreed 


(Rej., Obj., etc) 


Fig. #s Art 






□ 


(1) 101 i-ojectlone 


Clalma -id, S2, 64 (nonal 


□ 


□ 


112, para 2. 
(2) ^eiectiortS 


Clatma 54-65, fi7, 71 (none) 


□ 


□ 


□ 


112, para 1, 

relectionp 


Claims afl, B2, £4 (none) 


□ 


□ 


□ 


(4) 103 tajeetionp 


Claimfl 4 0, 52, 64 WiBcf & Hamada 


□ 


□ 


□ 



I J Continuation Sheet Attached 
Brief Description of Argument to be Presented: 

Regarding the 101 and the 112/2 rejections, applicants believe that the amendments and the argumsnts on pgs 11-13 



and 16 of the attached draft overcome the rejections. Regarding the 112/1 and 103 rejections, applicants believe that 



the spec supports the claims as discussed on pgs 14-16 of ths draft and that the art does not teach tha claim recitations. 

An interview was conducted on the above-identified application on ■ 

NOTE: This form should be completed by applicant and submitted to the examiner in advance of the interview 
(see MPEP § 713,01). . 
This application will not be delayed from issue because of applicant's failure to submit a written record of this 
interview. Therefore, applicant is advised to file a statement of the substance of this interview (37 CFR 1.133(b)) as 
soon as possible. 

/ Jon M. Isaacson/ 

— Applicant/ Applicant's Representative Signamve 

Jon M, Isaacson 

Typed/Pfinted Name ol Applicant or Representative 

60,436 

Registration Number, if aiipUcable 



Examiner/SPE Signature 



nTrnMlS^LETED FO^ ADDHESS, SEND TO; C.nnmi.si™.r (^f Pm.mB. P.O, 13.. 1450, Al«nnaria, VA 223 13-H50. 
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m THE UNITED STATES PATENT AND TRADEMAlWC OFFICE 

Confirmation No.: 8435 



In re Application of: 
Charles Eric Hunter, et a). 



Application No.: 09/707,273 Group Alt Unit: 362S 

Filing Date: November 6, 2000 Examiner: William J, Allen 

For: MUSIC DISTRIBUTION SYSTEMS 

Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 13-1450 

Sir: ^ / 

REPLY PURSUANT TO 37 CFR § l.lll 

Li response to the Official Action dated August 24, 2010, reconsideration is respectfully 
requested in view of the amendments and/or remarks as indicated below: 

n Amendments to the Specilication begin on page of this paper. 

1^ Amendments to the Claims are reflected in the listing of .the claims which begins on 
page 2 of this paper. 

HH Amendments to the Drawings begin on page of this paper and include an 

attached replacement, sheet. 

Remarlu begin on page 10 of this paper. 

□ Requcist For Refund submitted herewith. . ■ 

1^ The Commissioner is hereby authorized to charge any fee deficiency, charge any 
additional fees, or credit any overpayment of fees, associated with this application in 
, " conriectiop with this filing, or any future filing, submitted to the U.S. Patent and 
Trademark Office during the. pendency of this application, to Deposit Account No. 23- 
3050. 
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This lisiing of claims will replace all prior versions, and lisTings, of claims in the application. 
Listing of Claimis: 

1.-39. (Canceled) 

40. (Cnrrently amended) A method comprising: 

receiving a consumer request for a music selection; 

responsive to said consumer request, transmitting tlie music selection to an intermediate 
storage medium at a consumer site; 

receiving an indication that at least a portion of the music selection has been recorded 
from the intermediate storage niedimn to a peraiairent storage medium located at the consumer 
site; and 

responsive to receiving said indication, automatically charging the consumer for the 
music selection. 

41 . (Previously presented) The method of claim 40 wherein the automatically charging is 
done electronically. 

42. (Canceled) 

43. (Previously Presented) The method of claim 40 further comprising: 

informing the consumer that the music selection is available for transmission to the 
intermediate storage medium via a peer-to-peer music shming system used by said consumer; 
and 

providing a mechanism for the constuner to request said music selection while at a 
website of said peer-to-peer music sharing system. 

44. (Previously Presented) The method of claim 43 furtlier comprising: 

paying an operator of said peer-io-peer music sharing system for advertising and making 
music available for transmission to the intemiediate storage medium. 
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PAGE 4122 ' RCVD AT 1011912010 3:06:58 PIVI [Eastern Daylight Time] * SVR:USPT0-EFXRF4I22 ' DNiS:2731443 * CSiD: * DURATION (mm-ss):07-00 



Oct-19-10 11:33am From-WOODCOCK WASHBURN LLP 



T-342 P. 005/022 F 



DOCKET NO.: **00-OI45 DRAFT- FOR INTERVIEW PURPOSES ONLY 

Application No.: 09/707,273 

Office Action Dated: August 24, 2010 

45. (Previously Presented) The method of claim 43 wherein the infoiming comprises: 

placing a highlight within a catalog of said peer to peer music sharing system wlienever 
catalog selections are available for transmission to the intermediate storage medium. 

46. (Previously Presented) The method of claim 43, wherein the informing comprises: 

placing an icon witliin a catalog of said peer to peer music sharing system whenever 
catalog selections ai'e available for transmission to the intermediate storage medium. 

47. (Previously Presented) The method of claim 43, fiirther comprising: 

creating a profile from consumer preference information provided by said peer-to-peer 
music sharing system. 

48. (Previously Presented) The method of claim 40 furtlier comprising: 

transmitting to the consumer site, for storage On a storage medium at the consumer site, 
information identilying music selections available for transmission to tlie intermediate storage 
medium. 

49. (Previously Presented) , The method of claim 48 further comprising: 

before aittomaticaHy chai'ging the consumer for the music selection, receiving an 
indication that the entire music selection has been recorded on the permanent storage medium. 

50. (Previously Presented) The method of claim 49, farther comprising: 

commmiicating an order of said music selection to a central controller; 
transferring copies of records of said order to a transmission scheduler; 
communicating schedules created by said transmission scheduler to a satellite uplink 
facility for transmission of said order; and 

transmitting via satellite said order to said customer site, 

5 1 . (Previously Presented) The method of claim 50, wherein said order commtmication 
comprises: 

Pages of 20 
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an action selected fjom the group consisting of: using a home personal computer for 
ordering said music selection, using a cell phone for ordering said music selection, using a 
Personal Data Assistm^t wireless device for ordering said music selection; ordering said music 
selection is via wireless application protocol. 

52. (Currently amended) A computer readable storage medium leaving computer execulable 
instructions stored thereon, the instructions comprising: 

instructions to receive a consumer request for a music selection; . 

instructions to transmit, responsive to said consumer request, tlie music selection to an 
intermediate storage medium at a consumer site; 

instructions to receive an indication that at least, a portion of . the music selection has been 
recorded from the intermediate storage medium to a permanent storage medium located at the 
consumer site; and 

instmctions to automatically charge, responsive to said indication, the consumer for the 
music selection. 

53. (Previously Presented) The;Computer readable medium of claim 52, wherein the 
instructions to automatically charge comprise insti-uctibns to automatically charge electronically. 

54. (Cai^celed)" 

55. (Previously Presented) The computer readable of claim 52, the instructions further 
comprising: ■ 

instructions to inform the consumer that the music selection is available for ti-ansmission 
to the intermediate storage mediimi via a peer-to-peer music sharing system used by said 
consumer; and 

instmctions to provide a mechanism for the consumer to request said music selection 
while at a website of said peer-to-peer music sharing system. 
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56. (Previously Presented) The computer readable of claim 55, the instructions further 
comprising; 

instructions to pay an operator of said peer-to-peer music sharing system for advertising 
and maliing music available for transmission to tlie intermediate storage medium. 

57. (Previously Presented) The computer readable of claim 55, wherein tlie instructions to 
infonn comprise: 

instructions to place a highlight within a catalog of said peer to peer music shm-ing 
system whenever catalog selections aj-e available for transmission to the intermediate storage 
medium, 

58. (Previously Presented) The computer readable of claim 55, wherein the instructions to 
inform comprise; 

instructions to place an icon within a catalog of said peer-to-peer music sharing system 
whenever catalog selections are available for transmission to the intermediate storage medium. 

59. (Previously Presented) The con^puter readable of claim 55, the instructions further 
comprising; 

instructions to create a profile from consunier preference information provided by said 
peer-to-peer music sharing system. 

60. (Previously Presented) . The computer readable of claim 52, the instructions flirther 
comprising: 

instructions to iTaiismit to the consumer site, for storage on a storage medium at the 
consumer site, information identifying music selections available for transmission to the 
intermediate storage medium. 

61. (Previously Presented) The computer readable of claim 60, the instructions further 
comprising: 
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instructions to, before automaticaUy charging the consumer for the music selection, receive an 
indication that the entire music selection has been recorded on the permanent storage medium. 

62. (Previously Presented) The coinputer readable of claim 6 1 , the instructions further 
comprising: 

instructions to communicate an order of said music selection to a central controller; 
instructions to transfer copies of records of said order to a, transmission scheduler; 
instructions to conummicate schedules created by said transmission scheduler to a 
satellite uplinli facility for transmission of said order; and ■ ' , . . 

instructions to transmit via satellite said order to said customer site. 

63. (Previously Presented) Tlie computer readable of claim 62, wherein said order 
communication comprises an action selected from the group consisting of; using a home 
personal computer for ordering said music selection, using a cell plione for ordering said music 
selection, using a Personal Data Assistmit wireless deyice for ordering said music selection; 
ordering said music selection is via wireless application protocol. 

64. (Currently amended). An apparatus comprising: 

a means for rece^v^ng ^mQeham sflft-Be^H^^:E^edH.^r-e^5e^Ye a consimier request for a music 
selection; ■ "' " . ■ 

■ .a^ means for transmitting me&haai^tigHS&B figur e d to trm^ismit tlie music selection , 
responsive to said consumer request, the music - selection to an intermediate storage medium at a 
consumer site; . 

a means for receiving mcehanigm ■ configured-t ^- roccive an indication that at least a 
portion of the music selection has been recorded from the intermediate storage medium to a 
permanent storage medium located at the consumer site; and 

a means for automatically charging m e chani s m configur e d to automatically charg e the 
consun:ier for the music selectionHh^-a-tH^ma-ti-aal-ly-6l iaiging r 6a-po-i^^ in response to receiving 
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the indication tliat at least a poition of the music selection has been recorded on the permanent 
storage medium located at tlie consumer site. 

65. (Cuirently amended) The apparatus of claim 64 further wherein the means for 
automaticallY charging ffleefeanisiH is configured to automatically charge electronically. 

66. (Canceled) 

67. (Currently amended) The apparatus of claim 64 further comprising: 

ft means for transmitting meehaa-Ls m oonfigu r-e d to trans m-irt to the consumer site 
information identifying available music selections for recording on the storage medium. 

68. -70. (Canceled) 

7 1 . (Currently amended) The apparatus of claim 64 further coraprising: 

a transmitt er- configured to - t faJisaait means for transmittin g, for storage on a storage 
medimTi at the consumer. site, information identifying music selections available for transmission 
to the inteniiediate storage medium. 

72. (Canceled)- 

73. (New) ■ The apparatus of claim' 64, further comprising: 

means, for informing the consumer that the music selection is available for transmission 
to the intermediate storage medium via a peer-to-peer music sharing system used by said 
consumer; and 

means for providing a mechanism for the consmner to request said music selection while 
at a website of said peer-to-peer music sharing system. 

74- (New) The apparatus of claim 73, wherein the means for informing comprises; 
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means for placing a highlight within a catalog of said peer to peer music sharing system 
whenever catalog selections are available for transmission to the intermediate storage mediLim, 

75. (New) The apparatus of claim 73, wherein the means for informing comprises: 

means for placing an icon within a catalog of said peer to peer music sharing system 
whenever catalog selections are available for transmission to the iniermediate storage medium. 

76. (New) The method of claim 40, fiirther comprising: ■. •' 

transmitting pricing information for the music selection to a customer station located at 
the customer site; and 

periodically transmitting updated pricing information for the music selection to the 
customer station; 

wherein the automatically charging the customer for the music selection is done in 
accordance with the updated pricing information, 

77. (New) The computer readable medium of claim 52, further comprising: 

instructions to transmit pricing information for the music selection to a customer station 
located at the customer site; ai:id 

insti-uctions to periodically traiismit ipdated pricing information for the music selection 
to tlie customer station; 

. wherein the automatically charging the customer for the music selection is done in 
accordance with the updated pricing irifonnation. 

78. (New) The apparatus ofclaim 64, fijrther comprising: 

means for trai:smitting pricing infonnation for the music selection to a customer station 
located at the customer site; and 

means for periodically transmitting updated pricing information for the music selection to 
the customer station; 
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wherein the autommically chaa-ging the customer for the music selection is done in 
accordance with the updated pricing information, 
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REMARKS 

Office action summary 

Claims 40-41 , 43-53, 55-65, 67, and 71 are pending in the present application. Claims 
40, 52, 64-65, 67, ajid 71 are presently amended. Claims 73-78 are presently amended. No 
claims are presently canceled. The following rejections were made in the office action of August 
24, 2010 ("Office Action"); 

• Claims 40-41, 43-53, 55-65, 67, said 71 were rejected under 35 USC § 101 as 
being directed to non-Statutory subject matter... 

• Claims 40-41, 43-53, 55-65, 67, and 71 were rejected under 35 USC § 1 12, ^ 1= as 
failing to comply with the written description requirement. 

• Claims 64-65, 67, and 71 were rejected under 35 USC § 1 1 2, 1 2, as being 
indefniite for failing to particularly point out and distinctly claim the subject 
matter which is regarded as the invention. 

• Claims 40-41, 48-53, 60-65, 67, and 71 were rejected under 35 USC g 103Ca) as 
being unpatentable over Wiser, US Patent 7,263,497 ("Wiser"), in view of 
Hamada, US Patent 6,792,007 ("Hamada"). 

• Claims 43. and 55 were rejected under 35 USC § 103(a) as being unpatentable 
over Wiser in yiew of Hamada, and ftirther in view of WilHams, "MP3 All in 
One," N.ewsbyte3, July 23, 1999 ("Williams"). 

. - . • Claims 44 and 56 were rejected mider 35 USC § 103(a) as being unpatentable 
. : over Wiser in yiew of Hamada and WillimTis, and flirther in view of Wolff, US 
Patent 6,247,047 (''Wolff'). 

• Claims 45-46- and claims 57-58 were deemed allowable if (1) rewritten in 
dependent form including all the limitations of their base claims and any 
intervening claims, and (2) the rejections under 35 USC §§ 101 and 1 12 were 
overcome. 

The amendments and rejections discussed below. The examiner is respectfully urged to 
reconsider the application and withdraw the rejections. Should the examiner have any questions 
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or coiicerns tliat might be cffjciently resolved by way of a telephonic interview, the exaniiner is 
invited to call applicaj^ts' undersigned attorney, Jon M. Isaacson, at 206-332-1102 . 

Rejections under 35 U3C § 101 

Claim 40 stands rejected under 35 USC § 101 as being directed to non-statmory subject 
matter. More particularly, the examiner found that the method of claim 40 is not a process 
within the meaning of 35 USC § 101 because (1) it does not satisfy the "machine-or- 
iransformation" test, and (2) there is no clear indication on the record that the claim is not 
directed to an abstract idea. Office Action, pages 5-6. The Supreme Court has made clear that 
tlie machine-or-transformation test is not the sole test for determining whether a claim to a 
method is a process within the meaning of 35 USC § 1.0.1. Bilski v. Kappos, 95 USPQ2d 1001 , 
1006-07 (U.S. 2010). Rather, "the machine-or-transformation test is a useful and imponai^ clue, 
an investigative tool, for determinijig whether some claimed inventions are processes under 
§101," Id., at 1007. In addition, the Supreme Court reaffiiTOed that there are "three specific 
exceptions to § 101 's broad patent-eligibility principles: 'laws of namre, physical phenomena, 
and abstract ideas.'" Id., at. 1005-06 {citing Diamond v. Chakrabany, 206USPQ 193, 197 (U.S. 
1980)). 

Preliminarily, applicants respectfully submit the examiner's statement of the standard for 
determining whether a method claim is directed to patent-eligible subject matters is in error. The 
examiner states that the stajidard for detemiining whether a method claim is directed to patent- 
eligible. subject matters is: a method is likely patent-eligible if it meets The machine-or- 
txansfomtation test imless tliere is a clear indication that the method is directed to an abstract 
idea, and a method is likely not patent eligible if it does not meet the machine-or-transformation 
test imless there is a clear indication that it is not directed to an abstract idea. Office Action, 
page 5. The Supreme Court indicated that the machine or U-ansformation test is a tool for 
determining patent eligibility, but is not the sole test. Bilski, 95 USPQ at 1007. The examiner's 
Standard essentially requires that a method claim pass the machine-or-transformation test unless 
there is a clear indication that the method is not directed to an abstract idea. This standard is 
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iuconsistent with the Supreme Court's decision in Bih-kl, and therefore the examiner's standard is 
in error. 

Applicants submit that claim 40 is not directed to an abstract idea. Claim 40 is directed 
to a method whicli comprises "responsive to [a] consumer request, transmitting tlie music 
selection to an intennediate storage medium at a consumer site," "receiving an indication that at 
least a portion of the music selection has been recorded on. . .a permaneiit storage medium 
located at the consumer site," ajid "responsive to receiving said indication, automatically 
charging the consurner for the music selection." These recitations, individually and collectively, 
are not directed to abstract ideas. For example, transmitting a music selection to a particular 
storage medium at a consumer site is not an abstract idea; this recitation requires trm:ismitting of 
a specific thing to a specific location, Similarly, receiving a paitlcular indication regarding the 
recording of a particular music selection and automatically charging a particulai- customer in 
response to receiving that indication are not abstract ideas. Thus, tlie individual recitations of 
claim 40, and claim 40 taken as a whole, are not directed to an abstract idea. Accordingly, 
applicants submit that claim 40 is directed to statutory subject matter and request withdrawal of 
the rejection of claim 40 Lmder:35;USC § 101. 

Claim!! 41 and, 43-51 stand rejected under:35 USC § 101 as being directed to non- 
statutory subject matter. Claims 41 and 43-51 depend, directly or indirectly, from claim 40. For 
at least the reasons that claim 40 is directed to statutory subject, claims 41 and 43-5 1 are also 
directed to statittory subject matter. Accordingly, applicants request withdrawal of the rejection 
of claims41 and 43-51 under35 USC § 101, 

Claims 52-53 and 55-63 stand rejected under 35 USC g 101 as being directed to non- 
statutory subject matter. More specifically, the examiner found that the broadest reasonable 
interpretation of a "computer readable medium" in claims 52-53 and 55-63 included both 
statutory media and non-statutory media. Office Action, page 6. Without conceding the 
propriety of the rejection, in an effort to advance prosecution of the present application, 
applicants presently amend claim 52 to recite a "computer readable storage medium." In the 
Office Action, the examiner found that the specification describes "various media such as 
permanent and intermediate storage media (e.g. hard disk, cd, etc.), as well as transmission 
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media (e.g. satellite transmission media)." Id. (emphasis added). In light of the examiner's 
findings, applicants submit that the broadest reasonable inteipretation of the term "storage 
medium" is limited statutoiy media. Accordingly, applicants submit that claims 52-53 and 55-63 
axe directed to statutory subject matter and request that the rejection of claims 52-53 aird 55-62 
under 35 use § 101. 

Claim 64 stands rejected under 35 USC § 101 as being directed to non-statutory subject 
matter. More specifically, the examiner found that claim 64 is drawn to "specific program 
structure and not necessarily to any structure," and concluded tliat claim 64 was directed to 
software per se. Applicants traverse the examiner's finding that claim 64 is directed to software 
per se. As presently amended, claim 64 is directed to an appar-atus wliich comprises "means for 
transmitting the music selection, responsive to said consumer request, to an intemiediaie storage 
medium at a consumer site." The recited means for transmittijig carmot reasonably be 
interpreted as sof\wai-e per se. Even if pure software included instructions to transmit a music 
selection to an intermediate storage medium at a consumer site, the software itself (i.e., the 
insti'uctions alone) could not possible transmit the music selection to the intermediate storage 
medium. Thus, even if the recited means for transmitting includes software instructions to 
transmit the music selection to the intermediate storage medimnj the means for transmitting must 
include some non- software component which is capable of actually transmitting the music 
selection to the intennediate storage medium; For at least these reasons, applicants submit tliat 
claim 64 is not directed to software per se, and applicants request withdrawal of the rejection of 
claim 64 under 35 USC § 101. 

Claims 65, 67, and 71 stand rejected under 35 USC § 101 as being directed to non- 
statutory subject matter for being directed to software per se. Claims 65, 67, and 71 depend from 
claim 64. For at lease the reasmis that claims 64 is not directed to software per se, applicairls 
submit that claims 65, 67, and 71 are also not directed to software per se. Accordingly, 
applicants request withdrawal of the rejection of claims 65, 67, and 71 under 35 USC § 1 01. 
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Rejections under 35 USC § 1 12, Tf 1 

Claim 40 stands rejected under 35 USC § 1124 1, as l^iUng to comply with the wi-ilten 
description requirement. Claim ^ 0 recites "receiving an indication that at least a portion of the 
music selection has been recorded from the intermediate storage medium to a permanent storage 
medium located at the consumer site." In tlie Office Action, the examine]- found tlmt "there is no 
express support for die... reception of an indication" and there is no support for an indication 
which indicates that a music selection has been recorded "from [a] storage medium lo a 
permanent storage iTiedium." Office Action, page 8. For examination pm-poses, this recitation of 
claim 40 was "interpreted as 'receiving an indication that at least a portion of the music selection 
has been stored in intei^ediate storage and subsequently stored in pennanent storage' (i.e. not 
necessarily transferred from [sic] interaiediate to permanent storage)." Id., at page 9. 

Applicatits respectfully traverse the findings tliat the specification does not support 
"receiving an indication that at least a portion of the music selection has been recorded from the 
intermediate storage medium to a permanent storage medium located at the consumer site," as 
recited by claim 40. As noted by the examiner in the Office Action, applicants' specification 
describes: 

In certain embodiments, tlie customer leaves the chanjiel of his 
DBS (or cable) receiver on the designated "music channel" until 
the requested recordirig is downloaded to intermediate storage in 
■ storage module 130. When the download is completed, the 
customer user interface flashes a cue such as "YOU'VE GOT 
TUNES", following which the customer may permanently record 
the music, with automatic billing that appears on the customer's 
consolidated monthly statement. 

Specification, page 26, lines 9-17. Regarding the receiving of an indication, one of ordinary skill 
in the art would urtde^stand from this portion of the specification that if automatic billing of a 
customer's account happens in response to the customer permanently recording music, then 
some indication of the permanent recording of the music must be received in order to bill the 
customer's account. Thus, at least this portion of the specification provides support for the 
receiving of aji indication. 
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Regarding the music item being recorded from an intermediate storage medium to a 
permanent storage medium, the above-cited portion of the specification explicitly describes that 
"[w]hen the dowtnload [of music to intermediate storage] is completed,. . .tlie customer may 
permanently record the music." Id. at page 26, lines 12-15. Based on the way in which claim 40 
was interpreted for purposes of examination, the examiner appears to concede that this portion of 
tlte specification provides support for a music selection item to be recorded on an intemiediate 
storage medium and subsequently recorded on a pennanent storage medium. Office Action, 
page 9. Furthermore, in another portion not acloiowledged in tiie Office Action, the specification 
describes that when a user station is "provided witli [an Intermediate] storage module 1 30 having 
a substantial data storage capacity, it is possible for many recordings to be immed'iaiely availabls 
to the customer for permanent recording" Id. , at page:2S, linesf5-l 8 (emphasis added). 
Because the specification describes that music can be downloaded to an intennediate storage 
medium and subsequently recorded on a pepmajient storage medimn, and that the music in the 
intermediate storage medium, is available to the Customer for pennanent recording, one of 
ordinary skill in the art would understand that the specification describes tlmt the music can be 
recorded, directly or indirectly, from the intermediate storage medium to the permanent stoi'age 
medium. Thus, applicants submit that the specification provides support for the recording of 
music from an intermediate storage medium to a permanent storage medium. 

For at least tlie foregoing reasons, applicants submit that the specification supports 
"receiving an indication that at least a portion of the music selection has been recorded from the 
intermediate storage medium to a permanent storage medium located at the consumer site," as 
recited by claim 40. Thus, claim 40 complies with the written description requirement. 
Accordingly, applicants request withdrawal of the rejection of claim 40 under 35 USC § 1 12, 1 1 ■ 

Claims 52 and 64 stand rejected under 35 USC § U2, ^ 1 , as failing to comply with the 
written description requirement. Although different in scope from claim 40, claims 52 and 64 
contain recitations similar to those recitations of claim 40 discussed above. For at least the 
reasons that claim 40 complies with the wiitten description requirement, applicants submit that 
claims 52 and 64 comply with the written description requirement. Accordingly, applicants 
request witlidrawal of the rejection of claims 52 and 64 luider 35 USC § 1 12, If 1 . 
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Clsiims 41, 43-51, 53, 55^63, 65, 67, and 71 stand rejected under 35 USC g 112, ^ 1 , as 
failing to comply with the written description requirement. Claims 41, 43-51, 53, 55-63, 65, 67, 
and 71 depend, directly or indirectly from claims 40, 52. and 64. Inasmuch as claims 40, 52, mid 
64 comply with tlie written description requirement, applicants submit that claims 41 , 43-5 1,53, 
55-63, 65, 67, and 71 comply with the written description requirement. Accordingly, applicants 
request withdrawal of the rejection of claims 41, 43-51, 53, 55-63, 65, 67, and 71 under 
35 USC § 112, Tfl. 

Rejections under 35 USC g 1 ] 2. 1 [ 2 

Claims 64-65, 67, and 71 stand rejected under 35 USC §112, 1| 2, as being indefiniie for 
failing to particularly point out and distinctly claim theisubject matter which applica^it regards as 
the invention. More specifically, tlie examiner found that these claims recited a number of 
mechanisms, each with a recited function, mid that the claims did not describe the structure 
corresponding to the recited l\mction. Office Action, page 10. The Examiner fTirther found that 
"what may or may not comprise the recited mechanisms and w]mt.is required by the claim is 
unclear" and that "the various recited elements l^ail to provide any structure and merely reciie 
functionally descriptive material and abstract ideas." Jd 

Without conceding the propriety of the rejections or the examiner's findings, applicants 
presently amend claims 64-65, 67, and 71 : As amended, claim 64 recites "means for 
transmitting," "means for receiving," and "meai^s for automatically charging" where the claim 
previously recited a number of mechanisms. Similar amendments are made to claims 65, 67, and 
71. Inasmuch as claims 64-65, 67, and 71 recite "means for" language, applicants submit that 
the claims invoke 35 USC § 112, t 6. which indicates that such claims "shall be construed to 
cover the con-esponding structm-e, material, or acta described in the specification and equivalents 
tliereof." Thus, applicants submit that the scope of the recitations in claims 64-65, 67, and 71 is 
clear. Accordingly, applicants request withdrawal of the rejection of claims 64-65, 67, and 71 
under 35 USC § 112,T|2. 
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Rejections under TTSC S lQ3ral 

Claim 40 stands rejected under 35 USC § 103Ca) as being unpatentable over Wiser in 
view of HaiTiada. Applicants respectfully traverse the rejection of claim 40. For the reasons that 
follow, applicants respectfully submit that the examiner has not established aprima facie case of 
obviousness because the cited references fail to render obvious the recitations of claim 40 and 
because the reasoning for combing the cited references is insufficient to support a prima faciei 
case of obviousness. 

First, the cited references fail to render obvious the recitations of claim 40. Claim 40 

recites "receiving an indication that at least a portion of the musii; selection has been recorded 

from the intemiediate storage mediiun to a permanent storage medium located at. die consumer 

site." Regarding the Wiser reference, the examiner indicates that Wiser teaches that charging for 

media is done prior to the storage of media in permanent storage media. Office Action, at page 

12. The examiner recognizes that "Wiser does not expressly teach where the charging is in 

response to [rscsiving] an indication that at hast .a portion of the media has been stored in a 

permanent storage medium at the consumer site (i.e. charging taJces place after tlie media is 

permanently stored)." Id. (emphasis in original). To ciu^e tliis cleficiency in Wiser, the examiner 

cites to Hamada as teaching "where. the charging is in response to [receiving] an indication that 

at least a portion of the media has been stored in a permanent storage medium at the consumer 

site [see at least: col. 6 lines 36:52, col.7lines 55-67, Fig. 14 #s206-20S]." Id. (emphasis in 

original). In a portion cited by the examiner, Hamada teaches: 

When the cursor is set to the lyrics display button 22 in tliis state 
and the enter key is pressed (hereinafter, the operation of setting 
the cursor to the button and pressing llie enter key is referred to as 
"pressing the button"), the lyrics of the piece of music are 
displayed in the text display area 21C at a timing synclironized 
with the audio data. In a similar majiner, when the profile display 
button .23 or the information display button 24 is pressed, the 
pioftle of the artist, concert infonnation, etc., corresponding to the 
piece of music, are displayed in the text display area 21C. In a 
manner as described above, it is possible for the viewer-hstener to 
be infonned of what kind of piece of music ix being streamed 
currently and to be informed of the detailed information of each 
piece of music. 
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When the viewer-listener wishes to purchase the piece of music the 
viewer-listener has test-listened, the viewer-listener presses the 
download button 28. When ll^e download button 28 is pressed, the 
audio data of tlie selected piece of music is downloaded and stored 
in the storage device 13. Together with the audio data of the piece 
of music, the lyrics data thereof, the profile infoiiTiation of the 
artist, the still-imafie data of the jacket, etc., can also be 
downloaded. Each time a piece of music is dowiiloaded, the 
information is stored in the IC card within the IRD 12, The 
information stored in the IC card is stored by the account server 5, 
for example, once a month. This makes it possible to. protect the 
copyright of the pieces of music lo be downloaded. 
Hamada, col. 7, lines 41-67 (emphases added). As describes in Hamada, a listener can test i\ 
piece of music by listening to ihe music as it is streamed to the listener. After that, Hamada 
describes that the user can download tlie music ajid store it in a storage device, and 'the user is 
billed for the download. However, Hamada fails to teach or suggest that the music "has been 
recorded from [an] intermediate storage medium [at a consumei: site] to a permanent storage 
medium located at the consumer site," as recited by claini, 40. Further, as recognized by the 
examiner. Wiser does not teach or suggest tliis recitation of claim" 40. Thus, Wiser in view of 
Hamada fail to render obvious "receiving an indication that at least a portion of the music 
selection has been recorded from the intermediate storage medium to a permanent storage 
medium located at the consimier site,'' as recited by claim 40. 

Second, the.reasoning for combing the cited references is insufficient to support a prima 
facie case of obviousness of claim 40. "The key to supporting any rejection under 35 USC § 1 03 
is the clear articulation of the reason(s) why tlie claimed invention would have been obvious," 
MPEP § 2142 {citing KSR Intematioml Co. v. Tehflexlnc, 82 USPQ2d 1385, 1396 (U.S. 
2007)). Further "rejections on obviousness cannot be sustained with mere conclusory 
statements; instead, there must be some articulated reasoning with some rational underpinning to 
support tlie legal conclusion of obviousness." In re Kahn, 78 L!.S.P,Q.2d 1329, 1336 (Fed. Cir. 
2006), In the Office Action, the examiner recognizes that Wiser teaches that a user is charged 
for media prior to the user being able to download the media. Office Action, page 12. Later, the 
examiner reasons that one of ordinary slcill in tlie art would have combined the teachings of 
Hamada with the tcEichings of Wiser because "the invention of Haniada would improve the 
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invention of Wiser by providing a system and method which are more capable of ensuring the 
protection of data with respect to illicit transfer of specific da,ta." Id Essentially, the examiner is 
arguing that, even though Wiser had a system in place for deterring illicit transfer of data by 
charging a user prior to download, one of ordinary skill in the art would have used the method 
taught by Wiser instead because Wiser's method is "more capable of ensuring the protection of 
data with respect to illicit trai^sfers." Applicmats traverse the examiner's imsupported 
conclusions that Wiser system would better protect against illicit transfers or that one or ordinary 
skill in the art would have used Wiser's methods in Hamada's system even though Hamada 
already had a method for protecting against illicit transfers". These conclusory statements are not 
supported by factual findings or the rational underpinning required to support a prima facie case 
of obviousness. Thus, the examiner's unsupported conclusory statements are insufficient to 
establish a priina facie case of obviousness. ' ■ 

For at least the foregoing reasons, applicants submit that the cited references fail to 
render obvious the recitations of claim 40 and the reasoning for combing the cited references is 
insufficient to support SLpHmafticie case of obviousness; Thus, the examiner has not established 
aprima facie case of obviousness of claim 40. Accordingly, applicants request witlidrawal of 
the rejection of claim 40 under 35 UgC § 103(a), 

Claims 52 and 64 stand rejected imder 35 USC § 103(a) as being unpatentable over 
Wiser in view of Hamada. Although different in scope from claim 40, claims 52 and 64 contain 
recitations which are similar to those recitations of claim 40 discussed above. For at least the 
reasons discussed above witli respect to claim 40, applicants submit that Wiser and Hamada fail 
to render obvious claims 52 and 64 said that a prima facie case of obviousness of claims 52 and 
64 has not been established. Accordingly, applicants respectfully request witlidrawal of the 
rejections of claims 52:and 64 under 35 USC § 103(a). 

Claims 40-41, -48-53, 60-65, 67, and 71 were rejected under 35 USC § 1 03(a) as being 
unpatentable over Wiser in view of Hamada, Claims 43 and 53 were rejected under 35 USC g 
103(a) as being luipatentable over Wiser in view of Harnada, and further in view of Williams. 
Claims 44 and 56 were rejected tmder 35 USC § 1 03(a) as being impatentable over Wiser In 
view of Hamada and Williams, and further in view of Wolff. Claims 40-41 , 43-44, 48-53, 55-56, 
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60-65, 67, and 71 depend from claims 40, 52, and 64. Applicants submit that Williams and 
Wolff fail to cm-e the deficiencies of Wiser in view of Hmada to render obvious claims 40, 52, 
and 64, and the examiner has not cited to Williams and Wolff for this purpose. Thus, for at least 
the reasons tliat the cited mi fails to render obvious claims 40, 52, and 64, applicants submit that 
claims the cited art fails to render obvious claims 40-41, 43-44, 48-53, 55-56, 60-65, 67, and 71. 
Accordingly, applicants request withdrawal of the rejections of claims 40-41, 43-44, 48-53, 55- 
56, 60-65, 67, and 71 under 35 USC § 103(a). 

New claims 

Applicants presently add new claims 73-79. Claims 73-79 depend, directly or indirectly, 
from claims 40, 52, and 64. For at least tlie reasons that claims 40, 52, and 64 are in condition 
for allowance, applicants submit tliat claims 73-79 m-e also in condition for allowance. 

Conclusion 

Applicants believe that the present remarks are responsive to each of the points raised by 
the examiner in tlie Office Action, and submit that claims 40-41, 43-53, 55-65, 67, 71, and 73-79 
of the application are in condition for allowance. Favorable consideration and passage to issue 
of the application at the examiner's earliest convenie^ice is earnestly solicited. 
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